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Article 18
INVENTIONS AND WORKS

+8d—Universits—Authoritv-and-Responsibilities-Seetion-100423-Hlorida-Statutes-and-the-Beard
efGeverners=delegationsto-theUniversityBoard-ef Trustees-autherizethe-Universitieto-establish
regulations-and-precedures-regardins-—petenis—eopyrichts—and-trademarks—Any-resuletiens-and
procedures-shall-be-eonsistent-with-the-terms-ofthis-Astiele:

18.1 Policy.

(a) Statement of Principles. Research is undertaken to create new knowledge, to stimulate a spirit
of inquiry, to solve problems, and to educate students. Adequate recognition of and incentive to
potential inventors through the sharing of the financial benefits resulting from the transfer and
development of patentable inventions and other marketable forms of intellectual property
encourages the creation of such intellectual property and serves the public interest. The research
and teaching missions of the University always take precedence over patent considerations. While
the University recognizes the benefits of patent development, it is most important that the direction
of University research not be established or unduly influenced by patent considerations or financial
interests.

48-13—(b) University Authority and Responsibilities. Section 1004.23, Florida Statutes. and the
Board of Governors’ delegations to the University Board of Trustees authorize the University to
establish regulations and procedures regarding patents. copyrights. and trademarks. Any
regulations and procedures shall be consistent with the terms of this Article.

18.2 Definitions. The following definitions shall apply in Article 18:

(@) A “work” includes any copyrightable material, such as printed material, computer
software code or databases, audio and visual material, circuit diagrams, architectural and
engineering drawings, lectures, musical or dramatic compositions, choreographic works, pictorial
or graphic works, and sculptural works. A “work” does not include any patentable material, which
is encompassed with the definition of an “invention” in Section 18.2(b), below.

(b) An “invention” includes any discovery, invention, process, composition of matter, article
of manufacture, know-how, design, model, technological development, strain, variety, culture of
any organism, or portion, modification, translation, or extension of these items, and any mark used
in connection with these items.

(¢) “ZAppreciable University resources” includes the use of University funds, personnel,
students, equipment, facilities, materials, or technological information, and includes such
resources provided by other public or private organizations when it is arranged, administered or
controlled by the University. The support must go beyond the resources commonly or routinely
provided or made available to similarly situated faculty members. For example, the
minimalminimal use of basic regources such as office supplies; libraries; one’s office, office
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computer/laptop/tablet and other general University computer resources is not considered
appreetable-Appreciable_University resources. Salarv—unless—paid—speeifteally-to—suppert-the
development-of-a-work or invention. shall not be considered Appreciable Hniversity suppert-for
prrposes of this artele. Salare. unless paid specibieally from sponsered acreements. shall not be
considered Appreetable Universite suppeort for the purpeses ef this artiele.

(b —Inde endent-eHors T relorto-works-or hrventions crented-b - a-faenlty member ander
circumstances-where-the ideas originated-from the faculty member. the work or invention did-not
-the—faculty-member’s-AOR—The-Universitv—shal-net-be-held-responstble-for-any-opintens
expressed 1 steh vrorks. mor shal it be hable {or the content or imphications of any independents
develo ed ventions,

(d) Scope of Employment refers to the range of duties, responsibilities, and activities
reasonably expected as part of a faculty member’s university employment relationship
appetntment-including the faculty member’s FSU research expertise. This includes any invention
of a faculty member conceived or first actually reduced to practice in the performance of work
under a funding agreement or University auspices in conformance with 37 CFR 401.2 (d).
.attiliation. performs as part of their appointment - during-which-the-employer-is-responsible-for
the-actions-of -the-faculty-member—Scope-of -Employment-ineludes-activities performed-in the
course of or pursutnt to & sponsored rescarch or other avrecmont of works and projeets ustng
Appreetable-University Resourees—or-within-the-duties-afaculty-member-performs-inftulfitling
therr-Hrsversibeassionment Seope-obErlos ment-melude saetivities-that-falothin-the frenlt
member's ESH area of rescareh expertise. Research condueted b facults members whe have a
resecarch asstonment obdess than or eoua to 3% re e Feaching Faeults . Hudversti Fibrartans. is
net-considered-part-of theirseope-of employment:

(ed) “Independent efforts” refer to works or inventions created by a faculty member under
circumstances where the ideas originated from the faculty member, the work or invention did not
receive Appreciable University resources, and the work or invention presents no conflict with any
applicable agreement between the University and federal or state government agencies or private
entities and is not within the faculty member’s Sscope of Eemployment.isnetrelated-to-the-faculty
member’s-seope-of-employment— The University shall not be held responsible for any opinions
expressed in such works, nor shall it be liable for the content or implications of any independently
developed inventions.

18.3 Works.

(a) Independent-Efferts—A work made in the course of independent efforts is the property of
the faculty member, who has the right to determine the disposition of such work and the revenue
derived from such work. As-used-in-this-Seetion;-the-termn—independent-effortsmeans:

1} the ideas came from the faculty member:

2)—the-work-did-notreceive-appreciable-Appreciable- University-resourees;
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75 ) the weork b ouside the ekl or diseipline 0 which the foeoles member conduets research.
76 teaching, and‘or serviee activities for the University. or is not speetbieally emized in the faculty
77 member s AOR-not-speetitcally-Hemizedin-the-faculty member's- AORd:-and
78 35 the Hatversity-shall not be held responsible for anyv-opinions-expressed-in-the work:
79 (b)  University-Supported Efforts.
80 (1) If the work was not made in the course of independent efforts, it is the property of
| 81  the University and the faculty member shall share in the proceeds therefrom.
82 (2) Exceptions. The University shall not assert rights to the following works:
83 a.  Those works for which the intended purpose is to disseminate the results of
84  academic research, scholarly study, or creative efforts, such as but not limited to_books, articles,
85 electronic media, databases;-databasespublicly available databases, poems, musical compositions,
86  and works of art;-; and
87 b.  Software created by a faculty member as a patch, addition, or package for an
88  open-source platform or project. net-ewned-by-the-university-(e-g-an-open-source-projeet);
89 b, Seleware released by a faculty member to the aeademie and research compunity
90  for sencral publie usc under a recognized open sourec hecnse. provided that the faculty member
91  does-notmarket-the-software-forprofitrandch, Stand-alene SSoftware released by a faculty
92  member, with university approval, to the academic and research community tended-for-setentifie
93  er-general-publie-use-under a recognized open-source license, provided that the faculty member
94  does not market the software for profit; and the-university-hasreviewed-and verified-that the release
95  of'the software is consistent with the terms of any related-contract and/or grant.-te-which-the faculty
96  member-is-party [f university approval is not granted or denied within ten (10) business days 72
97  heuss of submission for review. the faculty member may assume that approval was grantedte
98  whiechthe-faculty memberis-aparty.; and
99 . and.
100
101 ebde. The work is used solely to support the faculty member’s instructional assignment.
102  Examples of such works include case studies. textbooks, laboratory manuals. and class notes
103  produced in connection with regularly scheduled courses of instruction, regardless of the medium
104  unless the work was developed with Appreciable University resources.
105
106 __ (cd) Instructional Fechnology/Material.:
107 (1) #f a faculty member is incapacitated, abandons instruction of a course, or otherwise
108  does not complete an assigned course after instruction has begun, in-whieh-ease-the University
109  retains the limited right to continued use of the faculty member’s instructional material for
110  instructional purposes solely to resolve the incomplete course during the affected semester and, if
111  the faculty member is still incapacitated, for one semester thereafter #the-faculty-member-does
112 not return to teaching. and for up 1o bwo consceutive semesters thereabter H the frewdts member
113 doees-notreturn-to-teaching.
114 (2) This temporary right does not permit the interim instructor or the University to
115  continue to use those materials or derivatives thereof without the expressed permission of the
116  faculty member wh&%eated ﬂ%‘?{ The temporary use of instructional materials should be clearly
IWt_ed t# the facultyymgmber ®ho greated them. ) . g M
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(dee) Disclosure.

(1) Upon the creation of a work and prior to any publication, the faculty member shall
disclose to the President or representative any work made in the course of University-supported
efforts, together with an outline of the project and the conditions under which it was done. Faculty
members need not disclose regarding works covered by 18.3(b)(2) (Exceptions), above;-exeept-as
poted-in-18:3-(b323h).

(2) The President or representative shall assess the relative equities of the faculty member
and the University in the work.

(3) If practicable, within sixty (60) days, but in no case later than ninety (90) days, after
such disclosure, the President or representative will inform the faculty member whether the
University seeks an interest in the work. A written agreement shall thereafter be executed in
accordance with this article. Creation, use, and revision of such works, as well as provisions
relating to the use or revision of such works by persons other than the author, shall also be the
subject of the written agreement between the faculty member and the University as well as
provisions relating to the use or revision of such works by persons other than the author. The
faculty member shall assist the University in obtaining releases from persons appearing in, or
giving financial or creative support to, the development or use of these works in which the
University has an interest. All such agreements shall comport with and satisfy any preexisting
commitments to outside sponsoring entities.

(4) The faculty member and the University shall not commit any_intentional-malicious
or negligent act which would tend to defeat the University’s or faculty member’s interest in the
work and shall take any necessary steps to protect such interests.

18.4 Inventions.
(a) Disclosure/University Review.

(1) A faculty member shall fully and completely disclose to the President or
representative all inventions which the faculty member develops or discovers while an employee
of the University, together with an outline of the project and the conditions under which it was
done. With respect to inventions made during the course of approved outside employment, the
faculty member may delay such disclosure, when necessary to protect the outside employer’s
interests, until the decision has been made by the outside employer whether to seek a patent.

(2) The President or representative shall conduct an investigation which shall assess the
respective equities of the faculty member and the University in the invention and determine its
importance and the extent to which the University should be involved in its protection,
development, and promotion.

(3) If the University wishes to assert its interest in the invention, the President or
representative shall inform the faculty member as soon as practicable, but in no case later than 135
days from the date of the faculty member’s disclosure to the President or representative.

(4) The division, between the University and the faculty member, of proceeds generated
by the licensing or assignment of an invention shall be in accordance with this article and reflected
in a-negotiated written contract between the University and the faculty member, which faculty will
timely execute. All such agreements shall comport with and satisfy any preexisting commitments
to outside sponsoring contractors.
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161  which would tend to defeat the University’s interest in the matter, and the University shall take
162  any necessary steps to protect such interest.

163 (b) Independent Efforts. AnH-inventions-for-which-no-Aappreciable-University-resourees
104 huwve-been-used-are + —the-propert—ob-the-fueul member. who hus the sieht to-determine the
165  dispesition—of-such-work-and-revenue-derived-from-sueh-work—The faculty member and the
166  President or representative may agree that the patent for such_Independent Effort invention be
167  pursued by the University and the proceeds shared.

168 (c) University-Supported Efforts. If the invention was not made in the course of Independent
169  Efforts. itAn-invention-made-using-adppreciable-University-resoureesor is within the faculty
170 member’s-mstititional-expertise as debined-m-Artiele- 102 (hyandoris vathin the frenh member's
171 mmstitstional-cxpertise as-debnod-m-Satcle 10 2-thior 15 ta the field or disciphne in which the
172 faeultv—is—emploved-by—the-University - and itemized- in the faculty member’s-Assignment-of
173 RespensibiitiestAOR) is the property of the University, and the faculty member shall share in the
174 proceeds. 1n addition, an invention made within-the field-or- discipline-in-which the-faculty- member
175  conduets resenreh. teachiny, and or serviee aetivittes for the Latversity tvohieh shall inelude any
176  enhancements, adaptations. and wnprovencuts of irventions previously disclosed or that were
177  required to-be-disclosed-hercunder)-is-the-property-of the-University:

178 (d) Release of Rights.

179 (1) In the event a sponsor has been offered the option to apply for the patent to an
180  invention or other rights in an invention, the University will use is-best-effortsreasenableits best
181  efforts nationally-establishedstandards-to obtain the sponsor’s decision regarding the exercise of
182  such rights within 120 days.

183 (2) At any stage of making the patent applications, or in the commercial application of
184  an invention, if it has not otherwise assigned to a third party the right to pursue its interests, the
185  President or representative may elect to withdraw from further involvement in the protection or
186  commercial application of the invention. At the request of the faculty member in such case, the
187  University shall transfer the invention rights to the faculty member, in which case the invention
188  shall be the faculty member’s property and none of the costs incurred by the University or on its
189  behalf shall be assessed against the faculty member.

190 (3) All assignments or releases of inventions, including patent rights, by the President or
191  representative to the faculty member shall contain the provision that such invention, if patented by
192  the faculty member, shall be available royalty-free for governmental purposes of the State of
193 Florida, unless otherwise agreed in writing by the University.

194

195  18.5 Faculty Appeals. Faculty members who question whether rights in a specific invention(s) or
196  work(s) must be assigned to the University shall request in writing a determination to
197  Commercialization. Commercialization shall promptly consider such request and shall make the
198  determination within a reasonable time. Commercialization will present the determination,
199  including its findings and grounds for decision, to the faculty member and provide an opportunity
D00 for a response. In the event that the faculty member disputes the final determination by
P01  Commercialization. the faculty member may request in writing a reconsideration to the Vice
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President of Research.- If the faculty member stil-the-disagrees with the finding of the Vice
President of Research with regards to scope of employment, the faculty member may request for
a review by appeal-te—a faculty committee. The committee shall have at least three faculty
members, agreed to jointly by the University and the UFF-FSU. The committee will make a non-
binding recommendation to the President or designee. appeal-to—a—faculty—ecommittee—The
committee shall-have at least three members. agreed to jointly by the University and the UEE-ESU:
Bisputes-shall-be-resolved-within-ten-(10)-business-days-Faewlty-may-alse-EIf the faculty member
disagrees with the final finding of the President or designee, the faculty member may also pursue
a grievance on any part of this article as defined under Article 20, Grievances, or any other action
available at law to enforce their rights to copyrights, patents, trademarks, trade secrets, or other
rights. The parties agree that dDisputes-selely-overgrievanees-solely—involving- the ownership
interest of an inventions and works isare not a personnel matters within the meaning of Section
1001.741, Florida Statutes, and therefore may proceed to arbitration or otherwise be appealed to
other forums.

18.6 Division of Proceeds.

(a) With regard to any work or invention owned by the University and subject to the
requirements of any applicable sponsored agreements, the division of royalties, proceeds, or fees
received by the University shall be as follows:

(1) Division of Proceeds. When a U.S. patent is issued on an invention assigned to the
University, the faculty member will receive a $500 payment.

a.  The first $10,000 of royalties or other income resulting from inventions in which

the University takes title will be distributed as follows:
85% to the faculty member(s)
15% to the University.

b.  Once the $10,000 plateau has been reached, net income (gross royalties or other
income, minus any direct costs of patenting, licensing, legal, and other related expenses) will be
distributed as follows:

For works:

50% to the faculty member(s) for works and
50% to the University.
For ilnventions:
40% to the faculty member(s) for inventions and
60% to the University.
(2) Other aspects of such policy may be the subject of consultation meetings pursuant to
Article 2.

(b) The University and the faculty member(s) shall sign an agreement recognizing the terms
of this article.

18.75 Outside Activity.
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241 (a) Although a faculty member may, in accordance with Article 19, Conflict of
242 Interest/Outside Activity, engage in outside activity, including employment, pursuant to a
243 consulting agreement, requirements that a faculty member waive the faculty member’s or
244 University’s rights to any work or inventions which arise during the course of such outside activity
245  must be approved by the President or representative.

246 (b) A faculty member who proposes to engage in such outside activity shall furnish a copy
[247 of this Article and any University patent policies or regulations to the outside employer prior to or
248  at the time a consulting or other agreement is signed, or if there is no written agreement, before
249  the employment begins.

D57
D58
259 (1)

D72 (c)

250  18.86 AdditionalFaeultyInterests—in—University-Supperted—Additional Faculty Interests in

251  Educational Materials Created with Appreciable University Resources.

P52 (a) “Educational materials” are works developed for the purpose of instruction. The University
253  shall not claim ownership of educational materials created by a faculty member, unless: i-Fthe
254 work-is-used-solely-to support-the faculty member’s mstruetional assicament. Exumples of such
255 works tnelude ease studies. textbooks, laberatory manuals. and elass-notes produced-in-connection
256  with recularly scheduled courses of instruetion -resardless of the medivm—uUnless:

The creator has employed in its development, without personal charge to
260  him/herself, the equipment, materials or staff services of one or more of the organizations
261  established or supported by the University primarily to assist in developing and producing
262  educational materials; or

R71 th—nternal-tse:

Internal Use.

263 (2) The creator has been-both-commissioned-tn-writingbeen assigned in writing by the

264  University, or one of its colleges, schools, departments. or other subdivisions, to develop the work
D65  for use by multiple instructors and, in its production, has received assistance in the forms of release
66  time-andfor-University funds, including salary as specified in the faculty member’s AOR, grants,
P67  and-or contract funds administered by the University.

268 (eb) Creative Control. Subject to the provisions of this agreement, the creator has the right to
269  and the responsibility for control of the content and the right to make other versions of the content
270  of the materials for presentation in other media.

P73 (1) Use of educational materials to which the University dees-net claims ownership does
274  not requires approval of the creator. (H——-7Use-ef University-supported-educational-materials
D75 swithin the Haiversity requires approval of the ereator —which-shal-notbe-unreasonably-veithheld:

276 (242) As long as the creator of University-supperted-owned educational materials remains

277  an employee of the University, he or she has the right to revise any or all materials because of
[278 obsolescence. Tprovided-thatthe University shall not be obligated to provide further resources for
279  the development of any such revisions unless the revisions are requested by the University or

28 agreed upon jointly
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exceed the resources of University supporting agencies involved, materials may be withdrawn by
agreement of the creator and the University.

(323)If the University-supperted-owned educational materials are used internally without
revision for a period of two years, the University shall request the creator and the appropriate
University supporting agency or agencies to consider revising the materials or to determine
whether they shall continue to be used.

(434) The creator has the right to make personal and professional use of the materials within
the University. Scheduling and arrangements to cover the costs for such personal requests will be
made with the University supporting services involved with the original production of the
educational materials.

(545)If the creator terminates employment with the University, the University retains the
right to continued internal use of the University-suapperted—owned educational materials in
accordance with this policy unless special conditions for subsequent internal use have been arrived
at by joint written agreement of the creator and the University.

(deee) External Use.

(1) The creator has the right to use the University-supperted-owned educational materials
at no cost to the creator after termination of his or her employment with the University subject to
the provisions of this policy.

(2) Licensing or sale or publication of University -supperted-owned educational materials
for external use by-ereator-or-an-agent-of ereator-shall be preceded by a written agreement between
the University and the creator specifying the conditions or use, including provisions concerning
the right of the creator to revise the materials or to withdraw them from use, and the distribution
of net royalty income.

(efed) Compensation for Production Activity.

(1) With the exception of payments made by dual compensation appointments, the
University shall not make any payment to the creator of University-supperted-owned educational
materials other than the compensation regularly received.

(2) The regular assignment of the creator may be adjusted to take into account the extra
time required to develop, or produce, or revise the University-sapperted-owned educational
materials.

(3) The creator may receive payment for the development of materials. Such additive
compensation will be provided for in a written agreement between the University and the creator.
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